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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

IN RE PATENT APPLICATION OF: WILLIAMS, Allan 
SERIAL NO: 09/871,910 GROUP ART UNIT: 2176 

FILING DATE: 06/04/2001 EXAMINER: Nathan Hillery 

SUBJECT: METHOD AND SYSTEM FOR GENERATING A VALUE 

ENHANCED DERIVATIVE DOCUMENT FROM A PATENT 

DOCUMENT 
Confirmation No: 2026 
COMMISSIONER FOR PATENTS 
WASHINGTON, D.C., 20231, U.S.A. 

Aug 13, 2007 

Before the Board of Patent Appeals and Interferences 
Response to the Examiner's Answer 

Sir: 

This is a response to the Examiner's Answer to the Appeal dated August 02, 2007. 

Claims 12, 24, 46 and 47 have been canceled to address 35 USC 101 rejection, and claims 54 
and 56 have been amended to address 35 USC 112 indefiniteness rejection. 

As the examiner's rejections of claims 1,2,5,7-16, 19,21-27, 37-4-, 43, 46, 47, 51 and 52 under 
35 USC 102(e), and claims 53-56 under 35 USC 103(a), have been withdrawn, it is strongly 
believed that the above noted amendments bring this application to the condition of allowance to 
the mutual satisfaction of both parties. 

Accordingly, it is requested to reopen prosecution for this application under 37 CFR 41.39 
paragraph 1.111. 

An early allowance of this application is courteously requested. 
Yours truly, 




Victoria Donnelly, Patent Agent, Reg. 44,185 
PO Box 24001, Hazeldean RPO 
Kanata, Ontario K2M 2C3 Canada 

Tel: 613-831-6003 Fax: 613-831-3339 Email: vdonnelly@ip-mex.com 

1 



09/871,910 Response to EXAMINER'S ANSWER dated Aug 02, 2007 

Appendix 

Please replace claims in this Application with the amended claims shown below. 

1. (Previously presented) A method of computerized generation of a derivative value 
enhanced document from a patent document, comprising the steps of: 

(a) selecting a claim section of the patent document; 

(b) processing the claim section, including: 

(i) transforming multiple dependent claims into single dependent claims; 

(ii) sorting the transformed claims by claim numbers to which the claims refer to; 

(iii) interchanging positions of any two neighboring sorted claims, the preceding 
claim and the succeeding claim, if they meet the following requirements: 

both claims are dependent claims and refer to different claims; and 
succeeding claim does not refer to the preceding claim; 

(c) extracting claim dependency and text of claims from the interchanged claim section; 
d) converting the extracted claim dependency into a graphical form, comprising a set of 
graphical elements, each element corresponding to an individual claim or a group of 
claims; 

(e) converting the extracted text of claims into a textual form, comprising a set of 
elements, each element being a text of an individual claim or a text of a group of claims; 

(f) forming a derivative claim section by combining the converted graphical and textual 
elements of the converted claim dependency and text of claims in the order obtained after the 
step (iii) of interchanging; and 

(g) forming the derivative document by combining the derivative claim section with the 
patent document or a part of the patent document. 

2. (Previously presented) A method as described in claim 1, wherein the steps of 
converting further comprise establishing links between the elements of the graphical and textual 
subsets according to the transformed claim dependency. 

3. (Canceled) 

4. (Canceled) 

5. (Previously presented) A method as described in claim 1, further comprising one or 
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more of the following: 

displaying the selected subsets of elements on a computer screen; and 

displaying the selected subsets of elements on a computer screen in combination with 

other elements of the sets. 

6. (Canceled) 

7. (Previously presented) A method as described in claim 1, wherein the step (e) 
comprises converting into the form selected from the list consisting of ASCII, HTML, SGML, 
XHTML, and XML formats. 

8. (Previously presented) A method as described in claim 1, wherein the step (g) 
comprises a step selected from the list consisting of: 

forming the document so that the derivative claim section is replacing the claim section 
of the patent document; 

forming the document so that the derivative claim section is supplementing the patent 
document; 

forming the document so that the derivative claim section is supplemented by a part of 
the patent document; and 

forming the document so that the derivative document is the derivative claim section of 
the patent document. 

9. (Original) A method as described in claim 1, further comprising a step of performing 
one or more of the following: 

storing data obtained in at least one of the steps in a database; 
sending data obtained in at least one of the steps over a network; 
compressing data obtained in at least one of the steps; 

displaying one of the derivative document and the derivative segment on a computer 

screen. 

10. (Previously presented) A method as described in claim 1, wherein the step (b) 
comprises distributed processing of the patent document in a network environment performed by 
using processing power of more than one computer. 
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11. (Original) A method as described in claim 10, wherein the step of distributed 
processing comprises the steps of initial processing of the document performed on a server side 
and final processing performed on a client side. 

12. (Canceled) 

13. (Previously presented) A method of computerized generation of a database stored in a 
memory, comprising the steps of: 

(a) providing a patent document; 

(b) performing the steps of the method as described in claim 1; and 

(c) storing data obtained in at least one of the steps of the step (b) in a database stored 
in the memory. 

14. (Previously presented) A database stored in a memory and obtained according to the 
method as described in claim 13. 

15. (Previously presented) A method of computerized generation of a derivative claim 
section from a patent document, comprising the steps of: 

(a) selecting a claim section of the patent document; 

(b) processing the claim section, including: 

(i) transforming multiple dependent claims into single dependent claims; 

(ii) sorting the transformed claims by claim numbers to which the claims refer to; 

(iii) interchanging positions of any two neighboring sorted claims, the preceding 
claim and the succeeding claim, if they meet the following requirements: 

both claims are dependent claims and refer to different claims; and 
succeeding claim does not refer to the preceding claim; 

(c) extracting claim dependency and text of claims from the interchanged 
claim section; 

(d) converting the extracted claim dependency into a graphical form, 
comprising a set of graphical elements, each element corresponding to an 
individual claim or a group of claims; 

(e) converting the extracted text of claims into a textual form, comprising 
a set of elements, each element being a text of an individual claim or a text of a 



4 



09/871,910 Response to EXAMINER'S ANSWER dated Aug 02, 2007 



group of claims; and 

(f) forming a derivative claim section by combining the converted graphical and textual 
elements of the converted claim dependency and text of claims in the order obtained after the 
step (iii) of interchanging, and associating thereof with a computer program code providing a 
user interactive selection of a subset of elements in one of the graphical and textual forms, and 
displaying said subset in the selected form along with the related subset of elements according to 
the transformed claim dependency in the other form to a user, the elements in the graphical form 
being displayed in the order obtained after the step (iii) of interchanging. 

16. (Previously presented) A method as described in claim 15, wherein the steps of 
converting further comprise establishing links between the elements of the graphical and textual 
subsets according to the transformed claim dependency. 

17. (Canceled) 

18. (Canceled) 

19. (Previously presented) A method as described in claim 16, further comprising one or 
more of the following: 

displaying the selected subsets of elements on a computer screen; and 
displaying the selected subsets of elements on a computer screen in combination with 
other elements. 

20. (Canceled) 

21. (Previously presented) A method as described in claim 15, wherein the step (e) 
comprises converting into the form selected from the list consisting of ASCII, HTML, SGML, 
XHTML and XML formats. 

22. (Previously presented) A method as described in claim 15, wherein the step (b) 
comprises distributed processing of the claim section in a network environment performed by 
using processing power of two or more computers. 

23. (Previously presented) A method as described in claim 22, wherein the step of 
distributed processing comprises the steps of initial processing of the claim section performed on 
a server side and final processing of the claim section performed on a client side. 
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24. (Canceled) 

25. (Previously presented) A computerized system for generating a derivative 
document from a patent document, comprising a computer having a memory, said memory 
comprising: 

(a) means for selecting a claim section of the patent document; 

(b) means for processing the claim section, including: 

(i) means for transforming multiple dependent claims into single dependent 
claims; 

(ii) means for sorting the transformed claims by claim numbers to which the 
claims refer to; 

(iii) means for interchanging positions of any two neighboring sorted claims, the 
preceding claim and the succeeding claim, if they meet the following 
requirements: 

both claims are dependent claims and refer to different claims; and 
succeeding claim does not refer to the preceding claim; and 
(c) means for adding a new section to the patent document or to a part thereof to form the 
derivative document, the new section comprising a computer program code for interactive 
displaying the transformed sorted and interchanged claim section or any part thereof, or a 
reference to a file where the computer program code resides, the computer program code being 
executable in response to an event. 

26. (Original) A computerized system as described in claim 25, further comprising 
means for sending the derivative document over a network. 

27. (Previously presented) A computerized system as described in claim 25, wherein the 
means (b) comprises means for distributed processing of the document in a network, wherein 
processing power of two or more computers is used. 

28. (Canceled) 

29. (Canceled) 

30. (Canceled) 

31. (Canceled) 
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32. (Canceled) 

33. (Canceled) 

34. (Canceled) 

35. (Canceled) 

36. (Canceled) 

37. (Previously presented) A method as described in claim 1, wherein the step of 
selection of the subset of elements comprises the step selected from the list consisting of: 

selecting the subset comprising only one element in one form, and displaying the selected 
subset in said one form with the related subset comprising the corresponding element of the other 
form; 

selecting the subset comprising only one element in one form, and displaying the selected 
subset in said one form along with the related subset in the other form comprising first and 
second elements, wherein the first element corresponds to the selected element of the first form, 
and the second element is the element on which the first element refers to according to claim 
dependency; 

selecting the subset comprising elements of one form corresponding to independent 
claims only, and displaying the selected subset in said one form along with the related subset in 
the other form comprising elements of the other form corresponding to the selected elements of 
said one form; 

selecting the subset comprising elements in one form corresponding to an independent 
claim and all the dependent claims referred thereto only, and displaying the selected subset in 
said one form along with the related subset comprising elements in the other form corresponding 
to the selected elements in said one form; and 

selecting the first subset comprising an independent claim only in one form, and 
displaying the selected subset in said one form along with the related subset comprising elements 
in the other form corresponding to the selected independent claim and all dependent claims 
referred thereto. 

38. (Previously presented) A method as described in claim 37, further comprising one or 
more of the following: 

displaying the selected subsets of elements on a computer screen; and 
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displaying the selected subsets of elements on a computer screen in combination with 
other elements of the sets. 

39. (Previously presented) A computer program product for generating a derivative 
document from a patent document, comprising a computer usable medium having computer 
readable program code means embodied in said medium for causing said computer to perform 
the steps of the method as described in claim 1. 

40. (Previously presented) A computer program product for generating a derivative claim 
section of a patent document, comprising a computer usable medium having computer readable 
program code means embodied in said medium for causing said computer to perform the steps of 
the method as described in claim 15. 

41. (Canceled) 

42. (Canceled) 

43. (Previously presented) A method as described in claim 1, wherein the step (i) 
further comprises one of the following: 

adding single dependent claims generated from multiple dependent claims to the end of 
original set of claims; or 

inserting claims generated from a multiple dependent claim into original set of claims 
immediately after the multiple dependent claim, followed by re-numbering of claims starting 
from the multiple dependent claim and to the end of claim section. 



44 


(Canceled) 


45 


(Canceled) 


46 


(Canceled) 


47 


(Canceled) 


48 


(Canceled) 


49 


(Canceled) 


50 


(Canceled) 



51. (Previously presented) A computerized system for generating a derivative claim 
section of a patent document, the system comprising a computer having a memory, said memory 
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comprising: 

(a) means for processing the claim section, including: 

(i) means for transforming multiple dependent claims into single dependent 
claims; 

(ii) means for sorting the transformed claims by claim numbers to which the 
claims refer to; 

(iii) means for interchanging positions of any two neighboring sorted claims, the 
preceding claim and the succeeding claim, if they meet the following 
requirements: 

both claims are dependent claims and refer to different claims; and 
succeeding claim does not refer to the preceding claim; and 

(b) means for extracting claim dependency and text of claims from the interchanged 
claims; 

(c) means for converting the extracted claim dependency into a graphical form, 
comprising a set of graphical elements, each element corresponding to an individual 
claim or a group of claims; 

(d) means for converting the extracted text of claims into a textual form, comprising a set 
of elements, each element being a text of an individual claim or a text of a group of 
claims; and 

(e) means for forming a derivative claim section by combining the converted graphical 
and textual elements of the converted claim dependency and text of claims in the order obtained 
after the step (iii) of interchanging, and associating thereof with a computer program code 
providing a user interactive selection of a subset of elements in one of the graphical and textual 
forms, and displaying said subset in the selected form along with the related subset of elements 
according to the transformed claim dependency in the other form to a user, the elements in the 
graphical form being displayed in the order obtained after the step (iii) of interchanging. 

52. (Previously presented) A method as described in claim 1, wherein the step (f) 
further comprises associating the derivative claim section with a computer program code 
providing a user interactive selection of a subset of elements in one of the graphical and textual 
forms, and displaying said subset in the selected form along with the related subset of elements 
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according to the transformed claim dependency in the other form to a user, the elements in the 
graphical form being displayed in the order obtained after the step (iii) of interchanging. 

53. (Previously presented) A method as described in claim 1, wherein the step (c) of 
extracting claim dependency comprises forming a respective triplet for each interchanged claim, 
the triplet comprising first, second and third elements which are respectively as follows: 

a claim number; 

a vertical offset, characterizing a vertical position of the claim, which is defined by the 
relative position of the claim compared to the first claim in the interchanged set of claims; 

a horizontal offset, characterizing a horizontal position of the claim, which is defined by 
the level of claim dependency for the claim. 

54. (Currently amended) A method as described in claim 53, wherein the step (d) of 
converting comprises converting said triplets into respective graphical elements which are 
arranged into a substantially linear tree, wherein vertical and horizontal positions of the graphical 
elements in the tree are defined by the vertical and horizontal offsets in the respective triplets. 

55. (Previously presented) A method as described in claim 54, wherein the step (c) 
further comprises forming a corresponding quadruplet for each interchanged claim, the 
quadruplet comprising the respective triplet and a fourth element, which is a text of the claim. 

56. (Currently amended) A method as described in claim 55, wherein the step (f) 
comprises a simultaneous displaying a subset of graphical elements from said substantially linear 
tree along with the related subset of fourth elements from the quadruplets. 
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